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REMARKS 

The declaration was indicated as being defective. Submitted herewith is a new 
declaration to overcome the rejection; however Applicants respectfully disagree with the 
rejection for the following reasons. 

The Examiner alleges the inventor declaration is defective because the 
declaration states that the inventor acknowledges a duty to disclose information which 
is material "to the examination of the application" rather than information material "to 
patentability" as defined in Section 1.56. Applicants respectfully disagree with the 
Examiner's rejection of the inventor declaration. 

Applicants submit that 37 CFR section 1.63 (see Exhibit A) previously required 
an acknowledgement of Applicant's duty to disclose information that is "material to the 
examination of the application". However, in a "Duty of Disclosure" rule change 
published at 1 1 35 OG 1 3 (February 4, 1 992), Rule 63 was changed so that its language 
tracked the "material to patentability" language of Rule 56 (See Exhibit B). 

In making this change, and in reply to Comment 38 at 1135 OG 17 (see Exhibit 
C), the Office stated the averments in oath or declaration forms presently in use that 
comply with the previous section 1 .63 or 1 . 1 75 will also comply with the requirement 
of the new rules. The Office also stated, "Therefore, the Office will continue to accept 
the old oath or declaration forms as complying with the new rules." Applicants therefore 
submit that the inventor declaration, which complies with the requirements of Rule 63 
prior to the 1992 rule change, also complies with the requirements of the current rule 
and should be accepted. 

Moreover, the first page of the Duty of Disclosure Rulemaking (see Exhibit B) as 
published at 1 1 35 OG 1 3 (February 4, 1 992) explains that an Applicant for a patent also 
has a duty of candor and good faith in dealing with the Patent Office and that this duty 
is broader than the duty to disclose information material to patentability. Therefore, 
Applicants submit that the duty to disclose information material to the "examination" of 
the application (which includes the duty of candor and good faith) as recited in the 
inventor declaration for the subject application is broader than and includes the duty to 
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disclose information material to the patentability of the application as required by the 
Examiner. 

Applicants therefore submit that the as filed inventor declaration encompasses a 
broader duty of disclosure and complies with the requirements of 37 CFR 1 .63. 
However, in the interest of moving this case to issuance, Applicants hereby submit a 
new declaration with the language required by the Examiner. 

Claims 1-11, 13, 15-18, 20-26, and 28-35 are pending. Claims 12, 14, and 19 
were objected to, and have either been canceled or amended to address those 
objections. Claims 3, 14-18, and 19-22 were rejected under 35 U.S.C. §112, second 
paragraph. Those claims have also been amended to overcome the 1 12 rejections. 
Claims 1-22 were rejected under 35 U.S.C. §101. Claim 1 has been amended to 
overcome this rejection. 

Claims 1-2, 5-6, 8-9, 14, 23-24, 27-29, and 32-33 were rejected under 35 U.S.C. 
§1 02(b) as being anticipated by U.S. Patent No. 6,314,322 to Rosenberg. Claims 1, 3, 
5-10, 23, and 27 were rejected under 35 U.S.C. §1 02(b) as being anticipated by U.S. 
Patent No. 6,336,903 to Bardy. Claims 10, 26, 30, and 34 were rejected under 35 
U.S.C. §1 03(a) as being unpatentable over Rosenberg. Claims 15 and 16 were 
rejected under 35 U.S.C. §1 03(a) as being unpatentable over Rosenberg in view of 
U.S. Patent No. 6,278,894 to Salo. Claims 1, 4-6, 8-13, 23-24, 26-30, and 32-34 were 
rejected under 35 U.S.C. §1 03(a) as being unpatentable over U.S. Patent No. 
5,174,286 to Chirife in view of Roseberg and/or U.S. Patent Publication No. 
2003/0055461 to Girouard. Claim 25 was rejected under 35 U.S.C. §1 03(a) as being 
unpatentable over Chirife in view of Roseberg and/or Girouard and further in view of 
U.S. Patent Publication No. 2002/0161410 to Kramer. Claims 31 and 35 were rejected 
under 35 U.S.C. §1 03(a) as being unpatentable over Chirife in view of Roseberg and/or 
Girouard and further in view of U.S. Patent No. 6,070,100 to Bakels. 

Claims 17 and 18 were objected to as being dependent upon a rejected base 
claim, but were indicated as allowable if rewritten into independent form. Claim 17 has 
been rewritten into independent form and is therefore allowable. 
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Claims 19-22 were also indicated as being allowable if rewritten into independent 
form and if amended to address the §112 rejections. Claim 1 has been amended to 
include the limitations of claim 19. Therefore claim 1 as amended is allowable. 

Independent claims 28 and 32 have likewise been amended to be of similar 
scope to amended claim 1 . Therefore, it is believed that all pending claims are 
allowable. 



Respectfully submitted, 
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^°V ilip S the application under 
S&ffon ° n ' N ° COpy of the Prior a? 
™° r new specification is re- 
Quired. The filing of such a copy or 
specification will be considered im 
^fT r ' T , a tilins date « o? th date 
of deposit of the request for an appl* 
cation under this section will not he 

uuon. with, the fee set fnri-h 
JanceitS 1S flled Wlth SruSons £ 

thh ■« h f 1 fllmg .? f a n application under 
this section will be construed to i£ 
elude a waiver of secrecy by the annli 
cant under 35 U.S.C. 122 to the extent" 
that any member of the public who 

M<i*, 1.14 to access to, or information 

Tanv in conti her * e P * or aPpSon 
L^ rantlnum8 application filed 
under the provisions of this section 

KS siniilar access *S 

a™ • « matlon concerning, the other 
applications ) in the file wrapper 

tinu n? a ^r ng H° f a re ^e S t P for r a con- 
tinuing application under this section 
will be considered to be a reouest tn 
expressly abandon the prior app i iC a 
tlon as of the filing date granted the 
continuing application. 

applicant * u^ed to furnish 
the following information relating to 
the prior and continuing applications 
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in ^continuing application. 
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cation papers and fees for filing under 
{^section should be marked "Box 

JJt\nl a ,'c y appl j cati °n filed under this 
section is found to be improper the 
applicant will be notified and given a 
time period within which to correct 
the filing error in order to obtain a 
filing date as of the date theffltaj 
error is corrected provided the correc 
tion is made before the payment of 
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(35 U.S.C. 6, Pub. L. 97-247) 
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eluding the claims, as amended by any 
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the oath or declaration- 

inventor^^l^.l"^^ Mentor or 
nventors to be the original and first 
Inventor or inventors of the th! 
matter which is claimed and for wh ich 
a patent is sought; and wnicn^ 
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any -foreign appSion ."Siling 
date before that of the application on 
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except as providec 
or 1.47. 
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declaration j s i 
<f§ 1.42, 1.43, or 1. 
Jaration shall state 
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information and 
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state. 

(35 U.S.C. 6, Pub. L. 97 
t48 PR 2711, Jan. 20,! 
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which priority is claimed, by specify- 
ing the application number, country, 
day, month and year of its filing. 

(d) In any continuation-in-part ap- 
plication filed under the conditions 
specified in 35 U.S.C. 120 which dis- 
closes and claims subject matter in ad- 
dition to that disclosed in the prior co- 
pending application, the oath or decla- 
ration must also state that the person 
making the oath or declaration ac- 
knowledges the duty to disclose mate- 
rial information as defined in § 1.56(a) 
which occurred between the filing 
date of the prior application and the 
national or PCT international filing 
d.ate of the continuation-in-part appli- 
cation. 

(35 U.S.C. 6, Pub. L. 97-247) 

[48 FR 2711, Jan. 20, 1983; 48 PR 4285, Jan. 

31, 19831 

§1.64 Person making oath or declaration. 

(a) The oath or declaration must be 
made by all of the actual inventors 
except as provided for in §§ 1.42, 1.43, 
or 1.47. 

(b) If the person making the oath or 
declaration is not the inventor 
(51 1-42, 1.43, or 1.47), the oath or dec- 
laration shall state the relationship of 
the person to the inventor and, upon 
information and belief, the facts 
which the inventor is required to 
state. 

(35 U.S.C. 6, Pub. L. 97-247) 
[48 PR 2711, Jan. 20,1983] 



ce § 1.67 

States. The oath shall be attested in 
all cases in this arid other countries, 
by the proper official seal of the offi- 
cer before whom the oath or affirma- 
tion is made. Such oath or affirmation 
• shall be valid as to execution if it com- 
plies with the laws of the State or 
country where made. When the person 
before whom the oath or affirmation 
is made in this country is not provided 
with a seal, his official character shall 
be established by competent evidence, 
as by a certificate from a clerk of a 
court of record or other proper officer 
having a seal. 

(b) When the oath is taken before 
an officer in a country foreign to the 
United States, any accompanying ap- 
plication papers, except the drawings, 
must be attached together with the 
oath and a ribbon passed one or more 
times through all the sheets of the ap- 
plication, except the drawings, and the 
ends of said ribbon brought together 
under the seal before the latter is af- 
fixed and impressed, or each sheet 
must be impressed with the official 
seal of the officer before whom the 
oath is taken. If the papers as filed are 
not properly ribboned or each sheet 
impressed with the seal, the case will 
be accepted for examination, but 
before it is allowed, duplicate papers, 
prepared in compliance with the fore- 
going sentence, must be filed. 
(35 U.S.C. 6; 15 U.S.C. 1113, 1123) 
[47 PR 41275, Sept. 17, 1982] 
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the issue fee, abandonment of,, or ter- 
mination of proceedings on the prior 
application. If the filing error is not 
corrected within the time period set, 
the application will be returned or 
otherwise disposed of; the fee, if sub- 
mitted, will be refunded less the han- 
dling fee set forth in § 1.21(n). 
(35 U.S.C. 6, Pub. L. 97-247) 
[48 PR 2710, Jan. 20, 1983, as amended at 49 
PR 555, Jan. 4, 1984; 50 PR 9380, Mar. 7, 
1985; 54 FR 47519, Nov. 15, 1989] 

Oath or Declaration 
§ 1.63 Oath or declaration. 

(a) An oath or declaration filed 
under § 1.51(a)(2) as a part of an appli- 
cation must: 

(1) Be executed in accordance with 
either § 1.66 or § 1.68; 

(2) Identify the specification to 
which it is directed; 

(3) Identify each inventor and the 
residence and country of citizenship of 
each inventor; and 

(4) State whether the inventor is a 
sole or joint inventor of the invention 
claimed. 

(b) In addition to meeting the re- 
quirements of paragraph (a), the oath 
or declaration must state that the 
person making the oath or declara- 
tion; 

(1) Has reviewed and understands 
the contents of the specification, in- 
cluding the claims, as amended by any 
amendment specifically referred to In 
the oath or declaration; 

(2) Believes the named inventor or 
inventors to be the original and first 
inventor or inventors of the subject 
matter which is claimed and for which 
a patent is sought; and 

(3) Acknowledges the duty to dis- 
close information which is material to 
the examination of the application in 
accordance with § 1.56(a). 

(c) in addition to meeting the re- 
quirements of paragraphs (a) and (b) 
of this section, the oath or declaration 
in any application in which a claim for 
foreign priority is made pursuant to 
§ 1.55 must identify the foreign appli- 
cation for patent or inventor's certifi- 
cate on which priority is claimed, and 
any foreign application having a filing 
date before that of the application on 



§1.66 Officers authorized to administer 

(a) The oath or affirmation may be 
made before any person within the 
United States authorized by law to ad- 
minister oaths. An oath made in a for- 
eign country may be made before any 
diplomatic or consular officer of the 
United States authorized to adminis- 
ter oaths, or before any officer having 
an official seal and authorized to ad- 
minister oaths in the foreign country 
in which the applicant may be, whose 
authority shall be proved by a certifi- 
cate of a diplomatic or consular officer 
of the United States, or by an apostille 
of an official designated by a foreign 
country which, by treaty or conven- 
tion, accords like effect to apostilles of 
designated officials in the United 



§ 1.67 Supplemental oath or declaration. 

(a) A supplemental oath or declara- 
tion meeting the requirements of 
§ 1.63 may be required to be filed to 
correct any deficiencies or inaccuracies 
present in an earlier filed oath or dec- 
laration. 

(b) A supplemental oath or declara- 
tion meeting the requirements of 
§ 1.63 must be filed: (1) When a claim 
is presented for matter originally 
shown or described but not substan- 
tially embraced in the statement of in- 
vention or claims originally presented; 
and (2) When an oath or declaration 
submitted in accordance with § 1.53(d) 
after the filing of the specification and 
any required drawings specifically and 
improperly refers to an amendment 
which includes new matter. No new 
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Duty of Disclosure 

Agency: Patent and Trademark Office. Commerce 

<m Drovide flexible Ume limits for submitting ^formation dis 

cases; (3) eliminate consideration of duty 

J^office except in disciplinary and interference Pfcceedings, 

Zi under ^limited circumstances; and (4) eliminate the 

Stogof parent applications which are improperly executed 

Kffice further k amending the Patent and Trademark Office 

« ™n«l Responsibility to define as 

failure to comply with the rules on datyof<^u£ Therules 

« adorned strike a balance between the need of the Office to 

EeD^.-March 16. 1 992. These ^.^"J^PP"^^ 
,U applications and reexamination proceedings pcnd.ng or filed 

mail addressed to Commissioner of Patents and Trademarks 




""fa SL56(oj & j^e "or being made of bwSHb been 
ins^ to mite it clear that information is not material to 
P^biVw^intne meaning of J 1.56 if ft taounuto veto 
cTSnforLtionalreadyof ^'"^.P^^S' 
poraneously being made of record by «PPl«^^«?™P* >' 
thaeWld be no benefit to the Office for applicant to submit to 
^ Office 10 different documents having the same teaching 
Snip? 'clause the information was not cumulate to the mfor- 
^ n te^"crei««°has been replaced by the term "estab- 
lishes" in 8 1 66CbY 1 ). In addition, the definition of a prima facie 
proposed rulemaking. has been incorporated into tenkttd. 
Aprimafacic case of ^patentability of *,5f*^ 
when the information compels a conclusion that the claim is 

""^""under the preponderance of evidence, burden-of- 

(2) Slvfnyeachtermintheclaimitsbr^ 

W cons^iction consistent with the sp^.ficatic^ »nd 

(3) before any consideration is given to evidence which 
may be submitted in an attempt to establish a con 
trary conclusion of patentability. 

This prima facie standard conforms to tl standard used by an 
exarmner to determine whether a claim .s prima face 
Un SecU^ b l C i6(bK2) has been modified from the text of the 

that it now relates to information winch e^J"**£ or "* 
inconsistent with, a position that »PP«««^« » ft "*£d on 
(1 ) opposing an argument of unpatentability reueo on 
by the Office, or 



rulf^rnal^rrclating » dur y ° f "S: 1 ^' Z,'. 1 l*WOff 
notice was also published in the Official Gazette. 1 129 OH 
Sat Off. (August 27. 1991). Si*tf wntter . conunenui 
w - received in response to the notice of proposed rulemaking. 
A^bHSS33d on October 8, 1991. Eleven ind.v.du- 
dJrtfarfSSf cements at the hearing. The si« 
comments and a copy of the transcript of the hearing are avail- 
SrpublK^^^ 

sioner for Patenti/Room 919, Crystal Park II, 2121 Crystal 
Drive, Arlington, VA. . i^wkliw is as- 

Familiarity with the notice of proposed ^^f^H *? n . 
sumed. Changes in the text of the rules published for commer, 
in the notice of proposed rulemaking are discussed. Comments 
received in writing and at (he public hearing in response to tne 
notice of proposed rulemaking are discussed. 

The rules as adopted shall lake effect as to all 
applications and reexamination proceedings either P^g or 
filed on or after the effective dale of these rules .Thus any 
information disclosure statement that is filed on or after tha date 
muslcomply with the provisions of §§ 1 .97 and 1 .98 to bcentilled 
to consideration. , . , ... 

Changes in Text: The final rules contain several changes lo the 
lext of the rules as proposed for comment. Those changes are 
discussed below. 

Section 1 . 1 7(i)( 1 ) has been changed from the proposed text to 
Rett the r p >i i ■ i -ase in the amount of the fee for filing a 
' nS120.00 to $130.00. . , 

56(a) has been clarified to indicate that the duly of 
an individual lo disclose information is based on the knowledge 
.••iS.vms lividual thai the information is material to patentability. 
A seniencc has been added to § 1 .56(a) to express the principle 

"•• • r>rr.~., «„i condone the granting of a patent on an 

■■.ccuon with which fraud on the Office was 
tptcd or the duty of disclosure was violated 
>r intentional misconduct. In addition, § 1 .56(a) 
been changed lo indicate thai il all information 
nabiliiv of any claim issued in a palcnl is cited t>> « 
— iucd to the Office in the manner present-' by \ 
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is material when n eiuici iw»i«. v ' ~ 

nosition taken by applicant before the Office, 
^ion 1^7(e) has been changed from the proposed textlo 
mateitclear that a certification could contain either of two 
SSeUn^One sta.emenl is that each item of ,nformat»n.n an 
Station disclosure statement was cited in a search j«port 
r^mTr^ieni office outside the U.S. not more than three months 
SwCfiSteo ^mesUtement.Underthis certification. 

knew about any of the information cited before ™>™SV* 
search report. In the alternative, the certification could sUethal 
no henToTinformation contained in the information AKtoswc 
Yemeni was cited in a communication from a fi^£ 
office in a counterpart foreign application or, lo the knowledge 

SroZil I been changed by adding the phrase "after 

»« dinf the fa" s that are being certified. For example, if an 

§, ruet (, paragraph'(h) e ha S been added to .he lex. of proposed 
81 97 Thcpurpr. , para,..;., h)isl nsurethat no one 
could construe the mere filing of an "format.on disclosure 
statement as an admission that the information cued n the 
statement is or is considered lo be, material lo patentability as 
defined in * i 56(b). It is in the best interest of the Office and the 
Jublic w permit and encourage individuals '°ci.e.nformauonto 
Z - Office without fear of making an admission against 
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ZZ l *3?£ ^fstated that if proposed Sl^XD common, stated that wil.ful.y filling out false oaths 

"ulgated.«he rc wou.dr*nonee < ifo rr po S ed§l^K2) ^ i^^^^ co-vtone willfully filling out false 
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